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DETAILED ACTION 

This is in reference to communication received 13 June 2008. Claims 1 — 4, 8 — 
12, 1 9 - 45, 47 - 56, 59 and 68 - 74 are pending for examination. 



Declaration Under 37 C.F.R. 1.132 

The Declaration Under 37 CFR 1 .1 32 filed 1 3 June 2008 is insufficient to 
overcome the rejection of claims 1 -4,8-12, 1 9 - 45, 47 - 56, 59 and 68 - 74 based 
on "an article by Duffy Hayes titled "Building A Better Provider" in view of Metropolitan 
Regional Information Systems" as set forth in the office action mailed 18 December 
2007 because: 

On page 2 of the declaration, Applicant has stated that the invention was 
conceived late in 1999, and, on page 3 of the declaration made a statement that 
between the dates of January 2000 and October 2000, the invention and/or the 
Memorandum continued to be revised and refined. This statement does not 
demonstrate the diligence of what improvements were refined between the late 1999 
and October 2000. Applicant has provided a document FirstMile technologies Private 
Placement Memorandum dated 2001 . This does not positively disclose that the concept 
of the claimed invention was conceived in late 1999. 

In view of the foregoing, when all of the evidence is considered, the totality of the 
rebuttal evidence of nonobviousness fails to outweigh the evidence of obviousness. 
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Response to Arguments 

In response to applicant's argument that applicant recites that the claimed 
invention was conceived before September 2000, and, cited reference Hayes is not 
applicable because the publication date of Hayes is 2001 . 

However, document shows that it is from September 2000 and not 2001 as being 
argued by the applicant. Also, as explained earlier, applicant's Declaration does not 
demonstrate diligence of what improvements were refined between the late 1999 and 
October 2000, and, does not positively disclose that the concept of the claimed 
invention was conceived in late 1999 
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Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1 - 4, 8 - 1 2, 1 9 - 45, 47 - 56, 59 and 68 - 74 are not patentable 
because the claimed invention is directed to non-statutory subject matter. Based on 
Supreme Court precedent 1 and recent Federal Circuit decisions, A "process" under § 
101 must (1) be tied to another statutory class (such as a particular apparatus) or (2) 
transform underlying subject matter (such as an article or materials) to a different state 
or thing or (3) the use of a specific machine or transformation of an article must impose 
meaningful limits on the claim's scope to impart patent-eligibility, furthermore, the 
involvement of the machine or transformation in the claimed process must not merely 
be insignificant extra-solution activity 2 . If neither of these requirements is met by the 
claim, the method is not a patent eligible process under § 101 and should be rejected as 
being directed to nonstatutory subject matter. Moreover, the recitation of "computer 
implemented" in the preamble with the absence of a computer in the body of the claim 
or a lack of "another statutory class" in the body of the claim does not make the claim 
statutory. 



1 Diamondv. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalkv. Benson, 409 U.S. 
63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876) 

The Supreme Court recognized that this test is Hot necessarily fixed or permanent and may evolve with technological advances. 
Gottschalk v. Aenson, 409 U.S. 63, 71 (1972), In re Bilski, Fed. Cir. 2007-1 130 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 - 4, 8 - 1 2, 1 9 - 45, 47 - 56, 59 and 68 - 74 are rejected under 35 
U.S.C. 103(a) as being unpatentable over an article by Duffy Hayes titled "Building A 
Better Provider" in view of Metropolitan Regional Information Systems, Inc. hereinafter 
known as MRIS. 

Regarding claim 1, Hayes teaches developing real estate (In three high-tech Toll 
communities, the company has built out a fiber-rich HFC network, offering residents a 
package of high-speed Internet access and a customized hybrid cable/direct broadcast 
satellite television package). Even though Hayes does not teach specific process in 
developing Toll Communities, it would have been obvious to one of ordinary skill in the 
art at the time of invention that Toll Brothers, Inc. (hereinafter known as Toll) which 
developed Toll Communities used some process to develop real estate and provided 
common services in the developed real estate. 

Even though Hayes does not specifically teach Toll does not specifically teach 
separating private easements for the provision of common services in a developed 
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community from dedicated public rights-of-way, However, MRIS teaches information on 
a Toll Community wherein, Toll provides common services like Cable TV as part of 
services provided to the residents in the community and public right of way (roads in the 
community). 

Therefore, at the time of invention, it would have been obvious to one of ordinary 
skill in the art that Hayes in view of MRIS teaches Toll has used some process to be 
able to separate private easements for the provision of common services in a developed 
community from dedicated public rights-of-way [MRIS, page 23]; 

Hayes in view of MRIS teaches concept for developing of real estate by: 

establishing one or more decision making authorities/access entities to control 
said private easements as privately owned entities separate from individual lot owners 
in said developed community (MRIS, Home Owners Association in Toll Community; 
Hayes, Advanced Broadband a spun off broadband service provider by Toll) and to 
identify and contract with various service providers (Advanced Broadband to provide 
telecommunication services to Toll Communities); 

precluding access to said private easements by individual lot owners in said 
developed community and governmental franchisees for providing said common 
services (MRIS, page 23, Toll Community as a part of services rendered to Home 
Owners in their community provides cable services); and 

providing said common services to said developed Community through said one 
or more decision making authorities/access entities, said one or more decision making 
authorities/access entities obtaining common services from one or more common 
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services providers, respectively (MRIS, page 23, Toll Community as a part of services 
rendered to Home Owners in their community provides cable services). 

Regarding claim 2, Hayes in view of MRIS teaches concept of: 

acquiring fee simple ownership in a parcel of real estate for developing into a 
community (MRIS teaches Fee Simple Ownership in Toll Community) [MRIS, page 23]. 
It would have been obvious at the time of invention to one of ordinary skill in the art that 
Toll acquired fee simple parcel of real estate for their community to be able to provide 
fee simple ownership to individual home owners in their community (see KSR Int'l Co. v. 
Teleflex, Inc., No 04-1350 (U.S. Apr. 30, 2007)); 

transferring exclusive rights in and to said common services easements within 
said parcel to said at least one decision making authority/access entity (Home Owner 
Association decides which entity provides for example common services like cable TV, 
Trash removal etc.); 

Even though, Hayes in view of MRIS does not explicitly teach dedicating public 
rights-of- way for roadways, curbs, and sidewalks to a municipality, however, It old and 
known to one of ordinary skill in the art that there are communities wherein 
Municipalities maintain public right of way (for example, Mill Creek South, in 
Montgomery County Maryland, where maintenance of roadways is done by county, and 
Orchard Ridge community in Montgomery County Maryland, where maintenance of 
roadways is done by City of Rockville). In Mill Creek South, County does not provide 
common services like telecommunication service. 
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Therefore, at the time of invention, it would have been obvious to one of ordinary 
skill in the art that Hayes in view of MRIS teaches concept wherein a developer can 
dedicate public rights-of- way for roadways, curbs, and sidewalks to a municipality 
wherein said municipality having no control over common services access as a result of 
said dedicated public rights-of-way, said common services providers having acquired 
rights through said municipality having no access to said community. 

Regarding claim 3, Hayes in view of MRIS teaches concept wherein said 
exclusive rights comprise in gross easements and specific area easements. 

Regarding claim 4, Hayes in view of MRIS teaches concept wherein exclusive 
rights can comprise specific area easements, and wherein any other easements for 
providing common services within said developed community are restricted by 
declarations, covenants and restrictions governing and running with said parcel of real 
estate. 

Regarding claim 8, Hayes in view of MRIS teaches concept wherein real estate 
development is done by recording said transferring of said exclusive rights with an 
appropriate governmental real estate records office before said dedicating step, said 
common services easements appearing within the chain of title of said parcel before 
said dedication of said public rights-of-way and said municipality takes said dedication 
subject to said exclusive rights. These are obvious steps which claim ownership of 
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property, and only owner or authorized representatives can make legally binding 
contracts (see KSR Int'l Co. v. Teleflex, Inc., No 04-1350 (U.S. Apr. 30, 2007)). 

Regarding claim 9, Hayes in view of MRIS teaches concept wherein said 
common services comprise cable services [MRIS, page 23]. 

Regarding claim 10, Hayes in view of MRIS teaches concept wherein common 
services comprise sewer services. 

Regarding claim 1 1 , it is common sense that Hayes in view of MRIS teaches 
concept wherein each step is performed pursuant to obligations arising out of a system 
of interrelated contractual requirements regarding the development of said community 
(see KSR Int'l Co. v. Teleflex, Inc., No 04-1350 (U.S. Apr. 30, 2007)). 

Regarding claim 12, Hayes in view of MRIS teaches concept of implementing a 
fee structure that encourages the owner of said private common services easements to 
enter into and maintain license arrangements that permit at least one licensee to utilize 
said private common services easements for providing common services to said 
community; said license arrangements providing a competitive shield for establishing 
said licensees as preferred sources of common services for said community. 
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Regarding claim 19, Hayes in view of MRIS teaches concept wherein said 
license arrangement permit said licensee to sublicense use of said private easements to 
individual providers of services included in said common services (e.g. Home Owners 
Association outsourcing some of the work like snow removal to individual providers). 

Regarding claim 20, Hayes in view of MRIS teaches concept for entering into a 
license arrangement with a decision making authority/access entity that owns and 
controls at least some of the common services easements of a parcel of real estate to 
be developed as a community, said license arrangement permitting access to and 
utilization of said easements; and utilizing said easements for providing common 
services to said community; wherein owners of lots within said community contract with 
a single source provider for the provision or coordination of said common services 
(owners contracting with service providers to get upgraded services like premium 
channels of Cable TV). 

Regarding claim 21 , it is common sense that Hayes in view of MRIS teaches 
concept wherein said decision making authority/access entity has beneficial and 
exclusive ownership of and control over all access to said common services easements 
within said developed community (see KSR Int'l Co. v. Teleflex, Inc., No 04-1350 (U.S. 
Apr. 30, 2007)). 
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Regarding claim 22, as responded to earlier, Hayes in view of MRIS teaches 
concept wherein beneficial and exclusive ownership of and control over access to said 
common services easements is created by a process which comprises the steps of: 

acquiring fee simple ownership in a parcel of real estate for developing into a 
community; 

transferring exclusive rights of said common services easements in said parcel to 
at least one said access entity; and 

dedicating public rights-of-way of said parcel for roadways, curbs, and sidewalks 
to a municipality, said dedicated public rights-of-way being taken by said municipality 
subject to said exclusive rights, said municipality having no control over common 
services access as a result of said dedicated public rights-of-way, and said common 
services providers having acquired rights through said municipality having no access to 
said community. 

Regarding claim 23, it is common sense that Hayes in view of MRIS teaches 
concept wherein said common services are provided to a plurality of lots in said 
community over fewer than three cables (e.g. coaxial cable for cable service). 

Regarding claim 24, as responded to earlier, Hayes in view of MRIS teaches 
concept wherein said cables are of a co-axial cables. 
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Regarding claim 25, Hayes in view of MRIS teaches concept wherein said 
license arrangement permits said single source provider to sublicense utilization of said 
easements to a plurality of individual providers of services included in said common 
services. 

Regarding claim 26, Hayes in view of MRIS teaches concept wherein at least 
one of said individual service providers is a wholly owned subsidiary of said single 
source provider (Hayes, Advanced Broadband is spun off by Toll Brothers). 

Regarding claim 27, it is common sense that Hayes in view of MRIS teaches 
concept wherein said individual providers provide said common services to said single 
source at a central receiving facility where from said single source distributes said 
common services to a plurality of lots in said community (for example, HBO, Cinemax 
etc. providing broadcast to local cable service provider who broadcasts it to their 
subscribers). 

Regarding claim 28, as responded to earlier, Hayes in view of MRIS teaches 
concept wherein said common services comprise cable services. 

Regarding claim 29, as responded to earlier, Hayes in view of MRIS teaches 
concept wherein said common services comprise sewer services. 
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Regarding claim 30, Hayes in view of MRIS teaches concept wherein said 
common services comprise advanced bundled telecommunication services. 

Regarding claim 31 , Hayes in view of MRIS teaches concept wherein said common services 
comprise premium advanced bundled telecommunication services. 

Regarding claim 32, Hayes in view of MRIS teaches concept wherein said 
license arrangement is entered into pursuant to obligations arising out of a system of 
interrelated contractual requirements regarding the development of said community. 

Regarding claim 33, as responded to earlier, Hayes in view of MRIS teaches 
concept of real estate development by: 

acquiring fee simple title in a parcel of real estate by a developer; 

separating in gross common services easements from said fee simple title; 

separating the public right-of-way from said common services easements and 
said fee simple title; 

separating all other easements from said common services easements and from 
said public right-of-way and from said fee simple title; 

transferring at least one of said common services and all other easements to a 
privately owned company for a fee; and dedicating said public right-of-way to the public; 

said public right-of-way being dedicated subject to said common services and all 
other easements previously transferred to said privately owned company thereby 
eliminating public control over said transferred easements and all public rights to access 
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to said parcel for providing common services. 
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Regarding claim 34, as responded to earlier, it is common sense that Hayes in 
view of MRIS teaches concept wherein: 

privately owned company constructing utility conduits on said parcel in 
accordance with said easements licensed to said company, 

said privately owned company sub-licensing service providers for a fee to provide 
common services to owners of any portion of said parcel, and 

said privately owned company allowing said sub-licensed common services 
providers to use said conduits. 

Regarding claim 35, as responded to earlier, Hayes in view of MRIS teaches 
concept wherein said common services providers provide cable services. 

Regarding claim 36, as responded to earlier, Hayes in view of MRIS teaches 
concept wherein said common services providers provide sewer services. 

Regarding claim 37, Hayes in view of MRIS teaches concept wherein said fee is 
proportioned and passed on to said private company by said service providers. 
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Regarding claim 38, The method of Claim 37 wherein said fee is proportioned 
and passed on to the owner of said privately owned company. 

Regarding claim 39, Hayes in view of MRIS teaches concept wherein owner of 
said privately owned company developing a market plan for selling portions of said 
parcel by a developer, and said owner engaging in the training of said developer in 
marketing portions of said parcel (old and known at the time of invention to one of 
ordinary skill in the art that entities like builders and landlord provide marketing 
brochures to their current and/or future residents). 

Regarding claim 40, it is old and known and also common sense that Hayes in 
view of MRIS teaches concept wherein developer contracting the construction of roads, 
other common infrastructure, homes on individual portions of said parcel, and the 
construction on said parcel and the development of said parcel. 

Regarding claim 41 , Hayes in view of MRIS teaches concept wherein said 
privately owned company manages all of said sub-licensed service providers. 

Regarding claim 42, Hayes in view of MRIS teaches concept wherein said 
common services are provided to developed community through a single source. 
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Regarding claim 43, Hayes in view of MRIS teaches concept wherein said 
license agreements provide common services for said community through a single 
source. 

Regarding claim 44, as responded to earlier, Hayes in view of MRIS teaches 
concept wherein said transferring step includes examining the recorded title documents 
relating to said parcel of real estate to determine what easements, reversions and other 
property rights exist that said parcel of real estate is subject relating to access by a 
common service provider to said parcel, and determining that no such easements, 
reversions or other property rights exist or otherwise relieving said parcel of real estate 
of said property rights prior to defining exclusive rights in and to said common service 
easements within said parcel of real estate and transferring said exclusive rights to said 
access entity (it is common sense that in real estate transaction, titles are examined to 
determine whether there are any restriction or covenants which might prevent 
development of real estate as desired by developer), (see KSR Int'l Co. v. Teleflex, Inc., 
No 04-1350 (U.S. Apr. 30, 2007)). 

Regarding claim 45, Hayes in view of MRIS teaches concept wherein said 
dedication of said public rights-of-way for roadways, curbs, and sidewalks consists of 
the dedication of only surface rights for roadways, curbs, and sidewalks with the sub- 
surface rights being reserved and maintained as common areas. 
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Regarding claim 47, Hayes in view of MRIS teaches concept wherein said 
exclusive rights are transferred by said transferring step in gross. 

Regarding claim 48, The process of Claim 22 wherein said transferring step 
includes examining the recorded title documents relating to said parcel of real estate to 
determine what easements, reversions and other property rights exist that said parcel of 
real estate is subject with regard to access by a common service provider to said parcel, 
and determining that no such easements, reversions or other property rights exist or 
Otherwise relieving said parcel of real estate of said property rights prior to defining 
exclusive rights in and to said common service easements within said parcel of real 
estate and transferring said exclusive rights to said access entity (e.g. easement in 
gross is old and known to one of ordinary skill in the art). 

Regarding claim 49, Hayes in view of MRIS teaches concept wherein said 
dedication of said public rights-of-way for roadways, curbs, and sidewalks consists of 
the dedication of only surface rights for roadways, curbs, and sidewalks with the sub- 
surface rights being reserved and maintained as common areas. 

Regarding claim 50, Hayes in view of MRIS teaches concept wherein the 
exclusive rights in and to said common areas are transferred to a lot owners 
association. 
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Regarding claim 51 , as responded to earlier, Hayes in view of MRIS teaches 
concept wherein said exclusive rights are transferred in gross. 

Regarding claim 52, Hayes in view of MRIS teaches concept wherein said single 
source distributes said common services to a plurality of lots in said community through 
a computer network. 

Regarding claim 53, as responded to earlier, Hayes in view of MRIS teaches 
concept wherein said transferring includes examining the recorded title documents to 
said parcel of real estate to determine what easements, reversions and other property 
rights that said parcel of real estate is subject relating to access to said parcel of real 
estate by a common service provider, and determining that no such easements, 
reversions or other property rights exist or otherwise relieving said parcel of real estate 
from said property rights prior to defining exclusive rights in and to said common service 
easements within said parcel of real estate and transferring said exclusive rights to said 
access entity. 

Regarding claim 54, as responded to earlier, Hayes in view of MRIS teaches 
concept wherein said dedication of said public rights-of-way for roadways, curbs, and 
sidewalks consists of the dedication of only surface rights for roadways, curbs, and 
sidewalks with the sub-surface rights being reserved and maintained as common areas. 
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Regarding claim 55, as responded to earlier, Hayes in view of MRIS teaches 
concept wherein said easements in and to said common areas are transferred to a lot 
owners association. 

Regarding claim 56, as responded to earlier, Hayes in view of MRIS teaches 
concept wherein said easements are transferred in gross 

Regarding claim 59, as responded to earlier, Hayes in view of MRIS teaches 
concept for access entity licensing a service provider for the provision of services to 
said developed community. 

Regarding claim 68, as responded to earlier, Hayes in view of MRIS teaches 
concept wherein said common services comprise cable services. 

Regarding claim 69, as responded to earlier, Hayes in view of MRIS teaches 
concept wherein said common services comprise sewer services. 

Regarding claim 70, as responded to earlier, Hayes in view of MRIS teaches 
concept wherein each step is performed pursuant to obligations arising out of a system 
of interrelated contractual requirements regarding the development of said community. 

Regarding claim 71 , Hayes teaches development of real estate by: 
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identifying and purchasing a parcel of real estate; 

creating a developed community including individual lots for sale to one or more 
lot owners, common areas, and easements; 

Even though Hayes does not specifically teach Toll does not specifically teach 
segregating easements for common services from easements for public rights-of-way, 
However, MRIS teaches information on a Toll Community wherein, Toll provides 
common services like Cable TV as part of services provided to the residents in the 
community and public right of way (roads in the community). 

Therefore, at the time of invention, it would have been obvious to one of ordinary 
skill in the art that Hayes in view of MRIS teaches Toll has used some process to be 
able to segregating easements for common services from easements for public rights- 
of-way [MRIS, page 23]; 

Hayes in view of MRIS teaches concept for developing of real estate by: 

dedicating said easements for public rights-of-way to a municipality/government 
entity (This limitation has been responded to earlier); 

establishing private control over easements for common services through one or 
more decision making authorities/access entities, said one or more decision making 
authorities being separate from said lot owners and municipality/government entity 
(MRIS, page 23, teaches Home Owners Association providing cable services); and 

providing common services to individual lot owners through said one or more 
decision making authorities/access entities (MRIS, page 23, Toll Community as a part of 
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services rendered to Home Owners in their community provides cable services). 

Regarding claim 72, as responded to earlier, Hayes in view of MRIS teaches 
concept for licensing right to provide one or more common services to providers of said 
one or more common services. 

Regarding claim 73, as responded to earlier, Hayes in view of MRIS teaches 
concept wherein said common services include sewer services. 

Regarding claim 74, as responded to earlier, Hayes in view of MRIS teaches 
concept wherein said dedication of said public rights-of- way for roadways, curbs, and 
sidewalks consists of the dedication of only surface rights for roadways, curbs, and 
sidewalks with the sub-surface rights being reserved and maintained as common areas. 
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Conclusion 

Applicant is required under 37 CFR '1.111 (c) to consider the references fully 
when responding to this office action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NARESH VIG whose telephone number is (571)272- 
6810. The examiner can normally be reached on Mon-Thu 7:00 - 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571) 272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Naresh Vig/ 

January 21 , 2009 Primary Examiner, Art Unit 3629 



